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DETAILED ACTION 

Receipt is acknowledged of amendment filed on September 16, 2009. Claim 18 
has been canceled; Claims 1,3, 19, 24-29, 31-33, 48, and 49 are now pending. 

The claim rejection made in the previous Office action dated March 16, 2009 is 
withdrawn in view of the applicant's remarks in part and has been modified as 
discussed below. 

Claim Rejections - 35 USC § 103 (New) 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1, 3, 19, 24-29, 31-33, 48, and 49 are rejected as unpatentable under 
35 U.S.C. § 103 (a) over Kumar et al. (US 5468477). 

Kumar teaches a face cream composition comprising 2 % by weight of the vinyl- 
silicone graft polymer of instant claims 1 and 3. See Example 27; instant claims 31-33, 
48 and 49. In the mercapto functional silicone compound shown in col. 4, line 50 - col. 
5, line 16, G5, and G6 can be ZSA, wherein A represents a vinyl polymeric segment 
consisting essentially of polymerized free radically polymerizable monomer, and Z is a 
divalent linking group , preferably methylene or propylene for reasons of commercial 
available. Alternatively, R2 and R4 of the Kumar polymer being C3 alkylene and G2 
comprising A (vinyl polymer) also meets the thiopropylene linker limitation. The graft 
copolymer used in the facial cream composition of Example 27 is 3- 
mercaptopopylmethylsiloxane (PS850 from Huls America, Inc.) having ethylhexyl 
methacrylate and n-butyl methacrylate monomers (both alkyl (meth)acrylates). See 
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Example 3. The copolymers which meet the present claim limitations 
"poly(metha)acrylic acid)" and "poly (alkyl (meth)acrylate)" of instant claims 1 and 3 are 
shown in Example 1 and 2, which employ acrylic acid and t-butyl acrylate monomers. 
The reference further teaches the softness or hardness of the monomers is well known, 
and suggests that selection of the suitable soft and/or hard monomers to manipulate the 
film strength would have been well within the skill in the art. See col. 18, lines 19-64. 
The ethylhexyl acrylate monomer of Example 3, which is used in Example 27, is known 
as a soft monomer. See Id. The reference particularly teaches that the hard monomers 
provides "tensil strength and also reduces tack in the copolymer", and include acrylic 
acid and methacrylic acid ester of an alkyl monoalcohol containing 1-6 carbon atoms. 
See col. 15, lines 50 - col. 16, line 8. 

Kumar teaches that decorative cosmetics are "used to hide small blemishes or 
symptoms of aging". See col. 1 , lines 57 - 61 . The reference states, "[t]heir sole 
purpose is an alteration of the appearance, for example, . . . preparation for masking 
skin imperfection and shininess. . . etc". See col. 1, line 67 - col. 2, line 3. The 
reference also teaches that the prior art cosmetic compositions may comprise active 
ingredients such as "skin-improvers". See col. 25, lines 10-29. The vinyl-silicone 
copolymers of Kumar are used to make a gel composition, and said to also have 
"excellent film-forming capability", exhibiting a superior water-resistance, oil-resistance, 
and other characteristics required for cosmetic films". See col. 17, line 30 - col. 18, line 
24. The reference also teaches using preferably 0.2-30 % by weight of vinyl-silicone 
copolymer to realize the desired cosmetic film property. See Examples 43 — 50. See 



Application/Control Number: 09/533,361 Page 4 

Art Unit: 1611 

also col. 17, lines 56-66; col. 19, lines 4-13. See instant claims 19, 25, 26, and 31-33. 
Kumar further suggests that the grafted vinyl-silicone copolymer gives a good adhesion 
to a substrate and retains its shape-retention property in virtue of the hard monomers 
which renders the grafted copolymers tensile strength. See col. 15, line 47- col. 16, 
Iine14. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Kumar by formulating a skin cosmetic 
composition incorporating the mercaptopollydimethylsiloxanes having acrylic acid and 
n-butyl methacrylate monomers of Examples 1 . The skilled artisan would have been 
motivated to do so because the reference teaches specific examples of a skin care 
product in Example 27 and provides detailed benefits of the prior art film-forming vinyl- 
silicone graft copolymers, which include "excellent film-forming capability", superior 
resistance to water and oil, "thick-film sensation" and otherwise suitable for cosmetic 
films. The motivation to use polymethacrylic acid and poly alkyl methacrylate 
monomers, such as in Examples 1 and 2, would have been obviously found in the 
teaching that acrylic acid and t-butyl (meth)acrylate both form hard films which renders 
the grafted copolymers tensil strength and eliminates tackiness of the film. Thus, by 
substituting the copolymer used in Example 27 with the polymers of Examples 1 or 2, 
the skilled artisan would have had a reasonable expectation of successfully producing a 
cosmetic skin composition which produces films with improved tensil strength and 
reduced tackiness. 
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The skilled artisan would have been motivated to use this composition to hide 
symptoms of aging and skim perfection, such as wrinkles, because Kumar teaches that 
the "sole purpose" of decorative cosmetics is to alter the appearance of skin, such as 
hiding symptoms of aging and masking skin imperfection. While these statements in 
the reference (col. 1 , bridging par.) refer to the purpose of using any decorative skin 
cosmetic in general, the reference nonetheless would have motivated a skilled artisan to 
use the Kumar cosmetic compositions for the very purpose of hiding symptoms of aging 
and skin imperfection just as applicant has done in this case, with a reasonable 
expectation of success. 

Furthermore, one of ordinary skill in the art using the Kumar cosmetic 
composition comprising the grafted silicone polymer of the instant claims would have 
obviously observed and noticed that the presently claimed methods of reducing the 
signs of cutaneous aging and wrinkles are naturally carried out when the prior art 
composition is applied onto skin. The prior art suggests the same method step of 
topically applying the same vinyl-silicone grafted copolymer of instant claims, thus the 
appearance of the presently claimed skin wrinkle reduction would have obviously 
occurred when the prior art composition was in use. 

Response to Arguments 

Applicant's arguments filed on September 16, 2009 have been fully considered 
but they are moot in view of new grounds of rejection in part and not persuasive in part. 

Applicant argues that Kumar fails to render the present claims obvious because 
the reference does not specifically indicate the utility of the disclosed copolymers on 
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skin having signs of cutaneous aging or specifically applying the compositions to 
wrinkled skin. The argument is persuasive and now rendered moot in view of the new 
grounds of rejection as discussed above. 

Applicant also states the Office has taken that position that the application of the 
prior art polymers in hair care products renders the presently claimed method obvious. 
The argument is factually incorrect because the reference explicitly indicates that the 
disclosed utility and benefits of the film-forming properties of the vinyl-silicone grafted 
copolymers are obtained from to both hair and skin care applications. The passage 
cited in the rejection, col. 25, lines 10-19, refers to the application of the prior art in 
"the cosmetic composition" which include "basic cosmetics, makeup cosmetics" as well 
as hair cosmetics. See col. 25, lines 11-12. The utility of the copolymers in hair care 
compositions is taught in col. 23, lines 60 - col. 25, line 9, and is not directly relied upon 
as the basis of the present rejection. For example, in col. 4, lines 14-22, the reference 
describes the distinctive properties of the prior art compositions as applied to each of 
hair and skin products. The utility of the prior art film forming polymers in skin cosmetic 
products has been already taught and suggested by Kumar, and examiner maintains 
the position the presently claimed methods are obvious over the prior art as discussed 
above. 

In response to applicant's reference to the September 20, 2006 and May 14, 
2008 Rule 132 declarations, examiner reiterates that the comparison test results in the 
declarations do not adequately show unexpected result of the present invention. In both 
cases, the film-forming grafted copolymer of the present invention (Composition A) was 
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compared to a conditioning foaming agent (Composition B) and film-forming agents 
(Compositions C and D) which, according to the declarant, are not grafted copolymers. 
According to the declaration, Composition B is not even a film forming polymer, but a 
foaming agent, thus no tensioning/tightening effect is expected from this component. 
According to Kumar, 2-ethylhexyl acrylate and butyl acrylate in the Composition C and 
D polymers, respectively, form soft film. See Kumar, col. 18, lines 61-64. Thus the 
weaker films formed by these comparative polymers are not surprising. On the other 
hand, methyl methacrylate and methacrylic acid monomers are notoriously known as 
hard monomers. See col. 18, lines 58-60; col. 15, lines 48 - 53. Thus the superior 
tensil strength of Composition A as see in the declarations is an obvious result of 
comparing the vinyl-silicone grafted copolymers having hard monomers with non- 
grafted silicone copolymers with soft monomer(s). 

Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GINA C. YU whose telephone number is (571)272-8605. 
The examiner can normally be reached on Monday through Thursday, from 8:00AM 
until 6:00 PM.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sharmila Landau can be reached on 571-272-0614. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner, Art Unit 161 1 



